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PATENT 
Attorney Docket No. 3608 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 



Thomas M Mayers et al 
Date Filed; February 26, 2004 
Application No.: 10/789,000 
Confirmation No. 9213 



Examiner: Alicia A. Chevalier 



Group Art Unit: 1772 



Title: ABUSE-RESISTANT CAST ACOUSTICAL CEILING TILE HAVING AN 
EXCELLENT SOUND ABSORPTION VALUE 

Mail Stop AF 
Commissioner For Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

NOTICE OF APPEAL AND PRE- APPEAL BRIEF 
REQUEST FOR REVIEW 

Sir: 

In reply to the Final Office Action dated July 27, 2006, Applicants hereby fde a 
NOTICE OF APPEAL from the Examiner to the Board of Patent Appeals and 
Interferences (Form PTO/SB/3I is enclosed herewith in duplicate. The Director is 
hereby authorized to charge any fees associated with this communication to Deposit 
Account No. 2 1-0425). 

Applicants are also submitting a PRE-APPEAL BRIEF REQUEST FOR 
REVIEW in accordance with the U.S. Patent and Trademark Office Pilot Program as 
published in the Official Gazette Notices dated 12 My 2005. It is believed that there is 
no fee required in filing this Request For Review. 

In response to the Final Office Action dated July 27, 2006, please consider the 
following remarks/arguments: 

1 . Remarks/Arguments begin on page 2 of this paper. 
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RECEIVED 
CENTRAL FAX CENTER 



OCT 1 7 2006 



REMARKS/ARGUMENTS 



Claims i, 2, 4-7 and 9 have been rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Fony et al (U.S. Patent No. 4,585,685). The Examiner continues to 
contend that the preamble in all of applicants' product claims, "an abuse-resistant, cast 
ceiling tile", is a statement with regard to the intended use and is not limiting in so far as 
the structure of the product is concerned. "Abuse-resistance" is a property of the product 
Furthermore, there is no disclosure in the Forry et al reference concerning abuse- 



Applicants' product is "cast" and this manufacturing procedure determines the 
structure of the product. Applicants' cast ceiling tile is made from a pulp mix and as 
disclosed on page 9, lines 3-9 of applicants' application, the pulp mix comprised 75.4 
weight % starch gel and 24.6 weight % mineral wool fibers. Forry et al discloses that 
their dry-formed web product comprised 87% mineral wool and 13% powdexed phenolic 
binder (Example 2, column 8, lines 11-17). 

The Fony et al reference discloses (column 1, lines 42-48) that aggregate facing 
materials have not been successfully used to produce acoustical materials because the 
aggregate materials cannot be adequately adhered to the board when h is in the wet state 
and the consolidation which causes the aggregate to adhere to the wet board results in a 
densification of the board so that it is no longer acoustical. In contrast to this teaching by 
the Forry et al reference, applicants have discovered that aggregate materials can be 
adequately adhered to a cast board when it is in the wet state and the aggregate provides 
excellent abuse resistance. Furthermore, the consolidation of the aggregate to adhere it to 
the wet board docs not impair the acoustical properties of the board, provided the board is 
made by a casting process. It is clearly demonstrated that applicants cast ceiling tile has a 
different structure than the wet laid board disclosed in Forry et al which enables the 
aggregate to be applied to the wet surface of the cast tile and consolidated into the surface 
without adversely affecting the acoustical properties. 

Applicants' discovered that in order to obtain improved impact resistance the 
aggregate particles must have an average particle mean diameter of at least about 1,000 
microns and preferably from about 1,400 microns to about 2,500 microns. There is no 



resistance. 



2 
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such teaching in Forry et al. The Examiner cites the statement in Example 2 of Forry et 
al (column 8, line 27) referring to "6 mesh"; however, the disclosure states that the 
"largest pcrlite particle" was about 6 mesh and it does not refer to an average particle 
mean diameter. Furthermore, only applicants teach that there is criticalily in the particle 
size in order to obtain abuse-resistance. 

The claims have been rejected under 35 U.S.C. 102(b) as being anticipated by 
Forry ct al, and the Examiner contends that Forry et al discloses that the aggregate 
particles are selected from the group consisting of calcium carbonate, crushed marble, 
sand, clay, periite, vermiculite, crushed stone and glass (column 4, lines 31-41). The 
Examiner has erroneously stated that the examples of aggregate disclosed in Forry et al in 
column 4 includes calcium carbonate, whereas there is no disclosure of calcium 
carbonate in the examples of aggregate recited in column 4. 

Applicants contend that the reference (Forry et al) itself teaches that applicants' 
product has achieved unexpected results. In addition to the disclosure in Example 1 in 
Forry et al, wherein application of periite to the wet surface of a wet laid board produced 
a ceiling tile having unacceptable acoustical performance, the disclosure in column 1 , 
lines 42-48 of Forry ct al demonstrates that applicants have invented a patentable ceiling 
tile by applying aggregate of a specific average particle mean diameter to the wet surface 
of a cast ceiling tiJe and compressing the aggregate into the surface of the wet tile which 
upon drying has excellent abuse resistance and excellent acoustical properties. The 
disclosure in Forry et al actually teaches away from applicants' invention. 

Claims 1-9 have been rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baig (U.S. Patent Application Publication No. 2002/013961 1). This reference issued as 
U.S. Patent No. 6,443,256. The principal disclosure in the Baig reference relied upon by 
the Examiner appears in Example 9 wherein it states that the mineral wool rich surface 
layer was coated with coarse calcium carbonate particles, and the dual layer ceiling tile 
had an estimated NRC of 0.50. 

Example 9 in the Baig reference discloses that the mineral wool rich surface of 
the dual layer ceiling tiles was coated with dry calcium carbonate particles. Prior to 
applying the calcium carbonate, the tiles were painted with a roll coat and then with a 

3 
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flow coat and dried. Thereafter, the calcium carbonate was spray coated onto the painted 
surface of the tiles, after which the tiles were spray painted, 

There are several elements distinguishing applicants' ceiling tiles from the ceiling 
tiles disclosed in Example 9 of Baig. In Baig, the calcium carbonate particles were 
applied to a ceiling tile surface that had been painted and dried prior to the spray 
application of the calcium carbonate particles. In applicants' ceiling tile, the calcium 
carbonate particles are applied to the wet surface of the cast ceiling tile pulp and then are 
compressed into the wet surface to adhere the particles to (he wet surface which is then 
dried. There is no compression procedure disclosed in Example 9 of Baig, but rather the 
particles are spray applied to a painted surface. Applicants do not apply the aggregate 
particles to a painted surface, Baig does not apply the calcium carbonate particles to a 
wet mineral wool surface. 

The Examiner admits that Baig fails to disclose that the calcium carbonate 
particles have an average particle mean diameter of at least about 1,000 microns, and 
preferably ranging from about 1,400 microns to about 2,500 microns. The Examiner 
contends that it would require routine experimentation to determine the optimum value of 
the average particle mean diameter. However, applicants' calcium carbonate particles 
function to provide abuse-resistance. It was applicants who discovered that the average 
particle mean diameter is critical to obtaining improved abuse-resistance. There is no 
disclosure relative to abuse-resistance in the Baig reference. 

For the reasons set forth above, applicants' claims are not anticipated by Forry et 
al and are patentable over the Baig reference. 



October 17, 2006 
USG Corporation 
700 N. Highway 45 
Libertyville, IL 60048 
(847) 970-5113 



Respectfully submitted, 




Attorney for Applicant 
Reg. No. 28,620 
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